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Disposition of Claims 

4) ^ Claim(s) 1-100 is/are pending in the application. 

4a) Of the above claim(s) 42-99 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-41 and 100 is/are rejected. 
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DETAILED ACTION 

This is the second Office Action based on the 10/827390 application filed 
04/1 9/2004. Examiner acknowledges the reply filed 07/23/2009. 

Claims 1-41 and 100 are currently pending and are considered below. Claims 1- 
8 have been amended. Claim 100 is newly added. 

Claim Rejections - 35 USC § 102 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1-6, 8, 10, 21, 23-25, 27, 30, 32, 33-41 are rejected under 35 
U.S.C. 102(b) as being anticipated by Hall et al (U.S. Pat. 6,385,472 B1). 

Regarding claims 1-6, 8, 10, 21, 23-25, 27, 30, 32, 33-41, Hall discloses a 
system with a body portion (e.g., a body portion of a human, such as a circulatory 
system), an extending part with a proximal end piece and at least one distal end piece 
configured to telescopically extend from the proximal end piece; at least one receiving 
body; and a control circuit with a processor and stored software coupled to the receiving 
body (see Figs. 1 and 6; col. 3, lines 33-35; col. 5, lines 30-34) and suitable for 
controlling the system. The extending part comprises two or more distal pieces (see 
Fig. 1) and the distal end pieces are configured to slidably collapse within an interior of 
the proximal end piece; the extending part comprises a decreasing size and/or 
dimension for traveling the interior of a blood vessel (see Fig. 1 ); and the extending part 
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comprises a hollow portion (see Fig. 1 ); the size of one or more distal end pieces is less 
than a size of a proximal end piece (see Fig. 1); the system further comprises a motor 
(col. 7, lines 65-67); the system further comprises a source of a chemical (col. 2, lines 
26-28) and is capable of dispensing fluid through a dispenser at the end of the device; 
or a functional tool (46) and a tool positioner, which is capable of ablation (col. 2, lines 
25-27). 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claim 7, 22 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hall et al (U.S. Pat. 6,385,472 B1). 

Regarding claim 7, it is noted that Hall does not disclose a two-fold decrease in 
diameter of each of a successive hollow sliding part. It would have been obvious for 
one of ordinary skill in the art at the time of the invention to form the hollow sliding parts 
to have a two-fold decrease in diameter for each successive part, since such a 
modification would have involved a mere change in the size of a component which is 
recognized to be within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 
(CCPA 1955). 

Regarding claim 22, it is noted that Hall does not disclose a source of two or 
more of a chemical, chemical compound or biological material. It would have been 
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obvious for one of ordinary skill in the art at the time of the invention to provide a source 
of two or more of a chemical, chemical compound or biological material, since it has 
been held that duplicating the essential working parts of an invention (e.g., the source of 
a chemical) involves only routine skill in the art. St Regis Paper Co. v. Bemis Co., 193 
USPQ8. 

Regarding claim 26, it is noted that Hall does not disclose a second control 
circuit. It would have been obvious for one of ordinary skill in the art at the time of the 
invention to provide a second control circuit, since it has been held that duplicating the 
essential working parts of an invention (e.g., a control circuit) involves only routine skill 
in the art. St Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

5. Claims 9, 11-20, 28, 29 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hall et al (U.S. Pat. 6,385,472 B1) in view of Iddan (U.S. Pat. 
6,936,003 B2). 

Regarding claim 9, 28, 29, and 31 , it is noted that Hall does not comprise a 
pump. Iddan discloses an extendable element in the analogous art to Hall, comprising 
a pump suitable for storage (see Fig. 1C) and a portion at the end of the extendable 
element for degrading a mass of cells and storing them. Iddan also teaches a portion 
for tissue welding (i.e., cauterizing), ablating and/or a stent (col. 3, line 62 to col. 4, line 
25). It would have been obvious for one of ordinary skill in the art at the time of the 
invention to provide a tool for degrading cells and a pump for pumping the cells out of 
an animal, so as to analyze the stored samples to provide more personalized and 
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accurate care for a patient. It would have been obvious to additionally provide an 
cauterizing or ablation tool, or a stent, since such tools and apparatuses are well known 
for being attached to an extendable portion and would be useful for providing a wider 
variety of in vivo function or procedures. 

Regarding claims 11-16, it is noted that Hall does not disclose a polymer 
operative for converting electrical energy into mechanical energy to move a fluid. Iddan 
teaches electroactive polymers suitable to concert electrical energy into mechanical 
energy so as to move a conduit containing a fluid receivable to a location. It would have 
been obvious for one of ordinary skill in the art at the time of the invention to implement 
the electroactive polymers of Iddan in the device of Hall so as to more accurately control 
a tractable conduit in a sensitive body orifice or vessel. 

Regarding claims 17-20, it is noted that Hall does not disclose coupling a sensor 
or a wireless interface with a transmitter/controller to the system. Iddan teaches 
sensors (see Abstract) as well as wireless data receivers/transmitters (see Abstract) 
being attached to an extendable element. It would have been obvious for one of 
ordinary skill in the art at the time of the invention to outfit the device of Hall with 
sensors and/or wireless data receivers/transmitters as taught by Iddan, since sensors 
would be useful for providing enhanced feedback at the treatment site, and wireless 
systems would be useful for performing procedures and/or obtaining data at a remote 
site. 
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6. Claim 100 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hall et al (U.S. Pat. 6,385,472 B1) in view of Douk (U.S. Pub. 2005/0027236 A1). 

Regarding claim 100, it is noted that Hall does not disclose that the proximal end 
piece and one or more distal end pieces are configured to articulate at one or more 
joints of adjacent pieces. Douk discloses a telescoping catheter in the analogous art to 
Hall, where the joints of telescoping distal pieces are configured to articulate at one or 
more joints (see Figs. 1 -3). It would have been obvious for one of ordinary skill in the 
art at the time of the invention to configure the proximal and distal end pieces to 
articulate at one or more joints so as to ensure that the distal pieces have a maximum 
configurable extension length suitable for a specific medical procedure. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-41 and 100 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Applicant is directed to the Notice of References Cited. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SCOTT MEDWAY whose telephone number is (571) 
270-3656. The examiner can normally be reached on Monday through Friday, 7:30 AM 
to 5:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Nicholas Lucchesi can be reached on (571) 272-4977. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Scott J. Medway/ 
Examiner, AU 3763 
10/14/2009 

/Nicholas D Lucchesi/ 

Supervisory Patent Examiner, Art Unit 3763 



